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— The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 09 October 2001 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) I3 Claim(s) 1-147 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) 1-147 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. Claims 1-147 have been examined. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19 (a)-(d), which papers 
have been placed of record in the file. 

Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

4. Claims 1-147 are rejected under 35 U.S.C. 101 because the subject matter is directed 
to non-statutory subject matter. 

5. Claims 1-147 are directed to a system of data delivery and encrypting means and 
recording means for recording on a storage medium and page 5 of the specification recites *a 
program storage medium including a process program stored thereon." The examiner asserts 
that the limitation of the claims does not fall within the statutory classes listed in 35 USC 101. 
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The language of the claims raises a question as to whether the claims are directed merely to an 
abstract idea/ software that is not tied to a technological art, environment or machine which 
would result in a practical application producing a concrete, useful, and tangible result to form 
the basis of statutory subject matter under 35 U.S. C. 101. 



Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the applicant for 
patent or (2) a patent granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes 
of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

7. fflai«n» 1-147 are rejected under 35 U.S.C. 102(e) as being anticipated by Hurtado et 
al. (hereinafter referred to as Hurtado) (U.S. Patent No. 6,61 1,812 B2). 

8. As per claim 1. 9. 16. 23. 28. 35. 4Q. 48. 55, 62. 67. 74. 79. 86. 88. 91. 98. 103, 
IIP. 112. 115. 122. 127-132. 137. 139-141. 146 Hurtando discloses a data delivery 
system comprising: 

• Encrypting means for encrypting data and outputting the resultant encrypted 

data, transmitting means for transmitting the encrypted data; [column 5, lines 59-60] 
(method to delivery encrypted digital content to the end user system for the 
playing/ reproducing of the content) 
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• Recording means for recording, on a storage medium, a key used to decrypt the 
encrypted data;[column 5, lines 66-column 6, line 1; column 6, lines 6-10] (receiving a 
secure container/ storage/ medium containing the decrypting key for decrypting 
the previously encrypted content) 

• Receiving means for receiving the encrypted data transmitted by the 
transmitting means; [column 5, lines 59-60] (method to delivery encrypted digital 
content to the end user system for the playing the content, therefore the 
encrypted data is received at the end user system) 

• Reading means for reading the key stored on the storage medium; decrypting 
means for decrypting the encrypted data received by the receiving means, using the key 
read by the reading means; reproducing means for reproducing the data decrypted by 
the decrypting means; [column 6, lines 10-14] (Once the end user receive permission 
from the a clearing house, it will be able to access the decryption key stored in 
the container received or sent to the end user. The end user by using the 
decrypting key stored in the container will decrypt/ reproduce/ play the previously 
encrypted content.) 

• Control means for controlling the reproduction of the data performed by the 
reproducing means in accordance with information stored on the storage medium; and 
judgment means for detecting unauthorized use of the data, on the basis of information 
stored on the storage medium, [column 5, lines 66-column 6, line 14] (The end user is 
controlled from the reproduction/ playing of the content/ data in accordance with 
information stored in the secured container. First the end user gets 
authentication permission to access the decryption key stored in the secured 
container to decrypt the content. The clearing house, based on the authentication 
result, will judge whether or not the end user is authorized to get the permission 
to access the decryption key stored in the container/ storage/ medium. If the end 
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user passes the authentication process, it is permitted by the, clearing house to 
decrypt the content. And the end user will receive a secure container encrypted 
using the encrypting key of the end user for decrypting the previously encrypted 
content. The end user using the encrypting key access the decryption key for 
decrypting the content.) 



9. A* pCT claims 2. 5. 10. 12,17-18. 24- 26. 29. 36. 41. 44. 49. 51. 56-57. 
63.68,75.80-81, 87. 92. 99. 104-105. 111. 116. 123. 133. 142 . Hurtando discloses a data 
delivery system as applied to claims above. Furthermore Hurtando discloses the system 
wherein the recording means records an allowed reproduction period during which data 
corresponding to the key stored on the storage medium is allowed to be reproduced; and the 
judgment means detects unauthorized use of the data, on the basis of the allowed reproduction 
period recorded on the storage medium. [Column 9, lines 55-column 10, lines 24; column 10, 
lines 44-47; column 13, line 12] [As Rights Management, Control and enforcement of 
content usage according to the conditions of purchase or license, such as permitted 
number of copies, number of plays, and the time/ period interval or term the license are 
some of the factors for controlling reproduction and content usage as explained on 
column 9, lines 60-64 and this meets the recitation of allowed reproduction period and 
only users who have decryption keys can unlock the encrypted content, and the 
clearinghouses releases decryption keys only for authorized and appropriate usage 
requests as explained on column 10, lines 21-24 meets the recitation of corresponding to 
the key stored on the storage medium is allowed to be reproduced. Therefore as 
explained above the clearinghouse, based on the authentication result, will judge 
whether or not the end user is authorized to get the permission to access the decryption 
key stored in the container/storage/ medium. This Judgment is thus based on different 
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factors stored and one of the factor is the time/period allowed for production/ play see 
again column 9, lines 60-64.) 

10. As per claim* a. 1Q- SO. 42. 52. 58. 69. 76. 82. 93. 106. 117. 135. 144 . Hurtando 

discloses a data delivery system as applied to claims above. Furthermore Hurtando discloses 
the system further comprising: settling means for performing settlement corresponding to data 
reproduced by the reproducing means, and settlement information recording means for 
recording settlement information on the storage medium in response to the settlement, wherein 
the judgment means detects unauthorized use of the data, on the basis of the settlement 
information stored on the storage medium. [Column 13, lines 44-62] 

1 1 . As p OT o1fti«n» 4.. 1Q m 31. 43. 59. 70. 83. 94. 1Q7. 118. 136. 145 . Hurtando discloses 
a data delivery system as applied to claims above. Furthermore Hurtando discloses the system 
further comprising: storage means for storing the received encrypted data; and delete flag 
recording means for, when the encrypted data stored in the storage means is deleted, recording 
a delete flag on the storage medium, wherein the judgment means detects unauthorized use of 
the data by judging whether the delete flag is recorded on the storage medium, [column 51, 
lines 26-34; column 79, lines 57-60] 

12. A« pOT o1 a W 6-7. 13-14. 21. 32. 37-38. 45-46. 53. 60. 71. 77. 84. 95. 100- 
101.108. 119. 124-125.134. 143 Hurtando discloses a data delivery system as applied to 
claims above. Furthermore Hurtando discloses the system, wherein the recording means 
records a number-of- times value indicating the number of times data corresponding to the key 
stored on the storage medium is allowed to be reproduced; and the control means enables or 
disables the reproducing means to reproduce the data in accordance with the number-of- times 
value recorded on the storage medium. [Column 9, lines 55-column 10, lines 24; column 10, 
lines 44-47; column 13, line 12] [As Rights Management, Control and enforcement of 
content usage according to the conditions of purchase or license, such as permitted 
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number of copies, number of plays, and the time/ period interval or term the license may 
be factors for controlling reproduction and content usage as explained on column 9, lines 
60-64 and this meets the recitation of allowed reproduction period. And only users who 
have decryption keys can unlock the encrypted content, and the clearinghouses releases 
decryption keys only for authorized and appropriate usage requests as explained on 
column 10, lines 21-24 meets the recitation of corresponding to the key stored on the 
storage medium is allowed to be reproduced. Therefore as explained above the clearing 
house, based on the authentication result, will Judge to enable/ disable the reproduction 
means. Whether or not the end user is authorized to get the permission to access the 
decryption key stored in the container/ storage/ medium is based on different factors 
stored and one of the factor is the the number of times value/ content is recorded/ played 
on storage medium see again column 9, lines 60-64.) 

13. As per claims 8. 34. 47. 73. 97. 121 Hurtando discloses a data delivery system as 
applied to claims above. Furthermore Hurtando discloses the system, further comprising 
transfer means capable of transferring the encrypted data received by the receiving means to 
another electronic apparatus; [column 5, lines 59-60] (method to delivery encrypted digital 
content to the end user system for the playing/ reproducing of the content) detecting 
means for detecting a transfer operation performed by the transfer means; and ID recording 
means for, when the detecting means detects a transfer operation, recording an ID 
corresponding to the transfer means on the storage medium. [Column 27, lines 28-54] 

14. As per claims 11. 25. 50. 64-65. 89. 113 Hurtando discloses a data delivery system 
as applied to claims above. Furthermore Hurtando discloses the system, further comprising 
updating means for updating the information recorded on the storage medium if the judgment 
means determines, from the information recorded on the storage medium, that the use of the 
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data is valid, [column 13, lines 54-66] (If the end-user is not verifiable or authenticated by 
the clearinghouse the clearinghouse repudiates the request for decryption keys and the 
user will not be able to access the decryption keys as explained on column 13, lines 59- 
61. However if the user is authenticated, the clearinghouse keeps a records of all 
transactions and can report/ update to responsible parties on an immediate, periodic or 
restricted basis as explained on column 13, lines 62-column 14, line 2, and this meets 
the recitation of updating the information recorded on the storage medium if the 
Judgment means determines, from the information recorded on the storage medium, that 
the use of the data is valid.) 

1 5. As oer claims 15, 27.39. 54. 66. 78. 90. 102. 114. 126. 138 Hurtando discloses a 
data delivery system as applied to claims above. Furthermore Hurtando discloses the system, 
further comprising payment amount recording means for recording payment amount 
information on the storage medium in response to paying a fee; and payment amount updating 
means for updating the payment amount information recording on the storage medium in such 
a manner as to reduce the payment amount in accordance with the information recorded on 
the storage medium by the recording means. [Column 8, lines 14; column 10, lines 66-column 
11, lines 7; column 13, lines 54-66] (If the end-user is not verifiable or authenticated by 
the clearinghouse the clearinghouse repudiates the request for decryption keys and the 
user will not be able to access the decryption keys as explained on column 13, lines 59- 
61. However if the user is authenticated, which includes the verification of the payment 
information, the clearinghouse keeps a records of all transactions and can report/ update 
to responsible parties on an immediate, periodic or restricted basis as explained on 
column 13, lines 62-column 14, line 2, meets the recitation of updating the payment 
information recorded on the storage medium if the judgment means determines, from 
the information recorded on the storage medium, and reduce the payment amount in 
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accordance with the information recorded on the storage medium by the recording 
means.) 

16. As per claims 22. 33. 61, 72. 85. 96. 109 and 120 Hurtando discloses a data 
delivery system as applied to claims above. Furthermore Hurtando discloses the system, 
further comprising embedding means for embedding an electronic watermark indicating the 
allowance of reproduction into the data. [column 10, lines 42-44; column 9, lines 37-45; 
column 1 1, lines 24-26] 

Conclusion 

17. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure.(See PTO-Form 892). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samson B Lemma whose telephone number is 571-272- 
3806. The examiner can normally be reached on Monday- Friday (8:00 am — 4: 30 pm). 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, BARRON JR GILBERTO can be reached on 571-272-3799. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
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have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



SAMSON LEMMA Qj^J^> 
06/02/2005 



GILBERT0 BARRON 3^ 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 



